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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 21 , 2007 has been entered. 

Amendment Entry 

2. The amendment of December 21 , 2007 has been entered. Claims 1 , 1 5-76 and 
80-107 are cancelled. Claims 2-14 and 77-79 have been amended. Claims 2-14 and 77- 
79 are under consideration in this office action. 

Withdrawal of Rejections 

3. The rejection of claims 2-14, 77 and 79 under 35 U.S.C. 112, second paragraph, 
has been withdrawn in view of applicants' amendments. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 2-14, 77 and 79 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Bloom et al., (WO 00/78925 dated December 28, 2000). 

Claim 2 is drawn to an isolated Escherichia coli having a growth rate that is at 
least 5% greater than the growth rate of E. coli MM294, wherein said isolated E. coli are 
resistant to infection by bacteriophage Wphi. Claim 3 is drawn to an isolated 
Escherichia coli having a growth rate that is at least 5% greater than the growth rate of 
E. coli MM294, wherein said isolated E. coli are resistant to infection by bacteriophage 
Mu. Claim 4 is drawn to the E.coli not containing any detectable genetic material of one 
or more bacteriophage types selected from the group consisting of Mu, T1 , T2, T3, T4, 
T5, T6 and T7. Claims 5-7 are drawn to the E.coli lacking detectable levels of at least 
one endogenous plasmid. Claim 8 is drawn to the E. coli containing one or more 
genotype markers selected from the group consisting of: recA-, lacZ-, Alon, ompT-, 
endA1, rnaE-, rnal-, hsdR17(rK-, inK+), hsdS20(rB-, mB+),merA, mcrB, mrr, deoR, 
supE and supF. Claim 9 is drawn to the E. coli contain one or more genotype markers 
selected from the group consisting of: recA1, recA13, ArecA, lacX74, and lacZAM15. 
Claim 10 is drawn to the E. coli containing an F' episome. Claim 11 is drawn to the E. 
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coli having a growth rate that is at least 25% greater than the growth rate of E. coli 
MM294. 

Claim 12 is drawn to the E. coli having a growth rate that is at least 50% greater 
than the growth rate of E. coli MM294. Claim 13 is drawn to the E.coli having a growth 
rate that is at least 100% greater than the growth rate of E. Coli MM294. Claim 14 is 
drawn to the E. coli being E. coli strain W. Claim 77 is drawn to a composition 
comprising E. coli, wherein the E. coli of said composition have a growth rate that is at 
least 5% greater than the growth rate of E. coli MM294, and wherein said E. coli is 
resistant to infection by bacteriophage Mu. Claim 78 is drawn to the composition 
containing E. coli that is JDP674 or derivatives thereof. Claim 79 is drawn to a 
composition comprising E. coli, wherein the E. coli of said composition have a growth 
rate that is at least 5% greater than the growth rate of E. coli MM294, and wherein said 
E. coli do not contain detectable levels of genetic material of bacteriophage Wphi. 

Bloom et al., teach rapidly growing E. coli strain W that lacks endogenous 
plasmids, and teaches strains BRL3781 , BRL3784 and recA- derivatives (page 3, lines 
23-28). It is noted that the instant specification at page 4, para. [0010], states that E.coli 
strain W does not contain the genetic material of bacteriophage Wphi and/or does not 
contain the genetic material of bacteriophage Mu and/or is resistant to infection, thereby 
teaching strain W inherently does not contain any detectable levels of bacteriophage 
genetic material from the Wphi or Mu bacteriophage and is resistant to infection by the 
bacteriophages. 
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Bloom et al., teach strains wherein the modification includes alterations of the 
recA" genotype such as recA1/recA13 or recA deletions, a lacZ genotype that allows for 
alpha complementation such as /acX74 lacZAM15 or other lacZ deletions a protease 
deficient genotype such as A\on and/or ompT, an endonuclease minus genotype such 
as endA1, a genotype suitable for M13 phage infection by including the F' episome, a 
restriction negative, modification positive genotype such as hsdRM(r K ', m K + ), a 
restriction negative, modification negative genotype such as hsdS20{r B ~, m B "), a 
methylase deficient genotype such as mcrA and/or mcrB and/or mrr, a genotype 
suitable for taking up large plasmids such as deoR, a genotype containing suppressor 
mutations such as supE and/or supF. Bloom et al., teach other suitable 
modifications are known to those skilled in the art and such modifications are 
considered to be within the scope of the present invention (pages 4-5, lines 22-6). 
Bloom et al., teach the rapid growing bacteria that have an increased growth rate that is 
greater than 5%, 10%, 25%, 50%, 75%, 100%, 150%, 200% than the growth rate of the 
reference microorganism which is E. coli MM294 (as known as ATCC 33625) (page 10, 
lines 14-19). Bloom et al., teach compositions comprising the rapidly growing 
microorganisms (page 17, lines 30-32). Example 3 teaches the construction of 
BRL3582 a recA" E.coliW contained in broth. Example 4 teaches E.coliW derivatives 
lacking native plasmids contained in medium. 

Thus Bloom et al., teach the inventions of claims 2-14 and 77-79. 
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Response to Arguments 

5. Applicant's arguments filed December 21 , 2007 have been fully considered but 
they are not persuasive. 

Applicants argue that Bloom et al., do not teach isolated E. coli or compositions 
comprising E. coli that are specifically resistant to infection by bacteriophage Wphi or 
Mu; therefore, Bloom does not anticipate the present claims. 

However, contrary to applicants' assertions, the disclosed W strain of E. coli is 
known to be resistant to infection by bacteriophages Wphi or Mu. As previously stated, 
there is no requirement that a person of ordinary skill in the art would have recognized 
the inherent disclosure at the time of invention, but only that the subject matter is in fact 
inherent in the prior art reference. Schering Corp. v. Geneva Pharm. Inc., 339 F.3d 
1373, 1377, 67 USPQ2d 1664, 1668 (Fed. Cir. 2003) (rejecting the contention that 
inherent anticipation requires recognition by a person of ordinary skill in the art before 
the critical date and allowing expert testimony with respect to post-critical date clinical 
trials to show inherency); see also Torn Co. v. Deere & Co., 355 F.3d 1313, 1320, 69 
USPQ2d 1584, 1590 (Fed. Cir. 2004)("[T]he fact that a characteristic is a necessary 
feature or result of a prior-art embodiment (that is itself sufficiently described and 
enabled) is enough for inherent anticipation, even if that fact was unknown at the time of 
the prior invention. ").Thus, applicants statements that Bloom et al., do not specifically 
recite resistance to the bacteriophages Wphi or Mu is not persuasive because the W 
strain E. coli of Bloom et al., appears to be identical to the instantly claimed isolated E. 
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coli except that the Bloom et al., reference is silent as to the inherent characteristic of 
the stain being resistant to infection by bacteriophage Wphi or Mu. 

Applicant urge that Example 21 and 23 provide support for strain W is normally 
susceptible to Wphi or Mu bacteriophages. However, Example 21 shows that 
tetracycline derivatives of strain W did not show any zone of clearing, indicating the 
absence of the Wphi bacteriophage. Bloom et al., teach tetracycline derivatives from 
train W, therefore applicants assertions are not persuasive. 

Furthermore, applicant is reminded that both the original claims and the instant 
claims teaches that strain W is an isolated Escherichia coli having a growth rate that is 
at least 5% greater than the growth rate of E. coli MM294, wherein said isolated E. coli 
are resistant to infection by bacteriophage Wphi and does not contain any detectable 
genetic material of one or more bacteriophage types selected from the group consisting 
of Mu, T1 , T2, T3, T4, T5, T6 and T7. ). Applicants' specification states that E.coli strain 
W does not contain the genetic material of bacteriophage Wphi; does not contain the 
genetic material of bacteriophage Mu; and is resistant to infection. Therefore applicants' 
assertions are not persuasive. 

Applicants argue that novel derivatives of the E. coli strain W are resistant to 
infection by bacteriophage Wphi or Mu. In response to applicant's argument that the 
Bloom et al., fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies i.e., novel derivatives of E. coli strain W are not 
recited in the rejected claims. Although the claims are interpreted in light of the 
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specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F. 2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Thus, applicants' arguments are not persuasive and the rejection is maintained. 

New Grounds of Rejection Necessitated by Amendment 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 78 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

b) Claim 78 recites the phrase "progenies thereof" however it is unclear how to 
define "derivatives". The specification does not teach how to make progeny from 
JDP674. The progeny language is vague and indefinite because the characteristics 
needed to determine whether an unknown could be considered a progeny of JDP674 
are unknown. The specification neither discloses a definition for progenies thereof, nor 
does it teach a requisite amount of retained qualities needed or characteristics 
necessary to determine progenies thereof of JDP674. Therefore the claims are unclear 
and clarification is required to overcome the rejection. 
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Conclusion 

7. No claims allowed. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ja-Na Hines whose telephone number is 571-272-0859. 
The examiner can normally be reached Monday thru Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor Shanon Foley, can be reached on 571-272-0898. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/JaNa Hines/ 
Examiner, Art Unit 1645 

/Mark Navarro/ 

Primary Examiner, Art Unit 1645 



